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BASIC INFORMATION
Class hours:


Wednesdays, 4:00pm – 6:03 pm, but NOTE:

1.
There will be NO class the week of September 10.  Class would be on Tuesday, September 11, which is a Cardozo “Wednesday,” but Professor Hughes has to travel that afternoon.

2.
The make-up “class” will be NOON, Monday, September 17, when students in this course are expected to attend Professor Keith Aoki’s talk on the “seed wars” which will constitute the first “selected topic.”

Office hours and email policy:

Wednesdays, 130pm – 3:30pm AND I am very happy to meet by appointment.  OR just stop by the office when the door is open – weekdays before 9:00pm.  

If you are sending me an email about a class or school matter, please send it during weekdays.  If you don’t receive a response within 5 days (or sooner), I recommend sending the message again. 
Course Materials

All course readings will be posted on ANGEL.  Depending on student interest, paper course packs may be printed and made available at the 5th floor faculty services window for the cost of printing.

Exam/Evaluation Format:



1.
Grading in the course will be based on an open book, 24 hour take-home examination.    

2.
In addition, class participation may be used to adjust 10+% of the class upward.  Professor Hughes also reserves the right to adjust downward for lack of class participation.

OVERVIEW

The multilateral, international legal system for the protection of intellectual property began in the late 19th century with two multilateral treaties – the “Berne Convention” for copyright and the “Paris Convention” for patents and trademarks.  Each of these treaties had an administrative bureau, which together evolved into the World Intellectual Property Organization (WIPO) 

But this multilateral system took a quantum leap in importance – and public profile – with the integration of substantive intellectual property standards into the international trading system.  The “Trade-Related Aspects of Intellectual Property” Agreement (TRIPS) brought the Berne Convention and Paris Convention standards into the World Trade Organization (WTO) established in the mid-1990s.  WIPO continues to administer the Berne and Paris Conventions, as well as several other IP treaties not integrated into WTO, but WTO provides a binding dispute resolution process when countries do not abide by the IP protection standards in TRIPS.  


We will begin the course with a review of TRIPS, the two dominant multilateral IP treaties on which it is based (the Berne Convention and the Paris Convention), as well as the dispute resolution process at the WTO.  We will then turn to a series of modules studying specific unsettled issues within the international intellectual property system.  Some of these issues will invoke interpretation and refinement of the TRIPS standards; some will invoke new issues being discussed outside the TRIPS; some will involve conflicting demands from different multilateral treaties.  There will be some overlap with Professor Beebe’s “IP and Globalization” course.


Here are the topics planned for the course, but Professor Hughes also welcomes recommendations for topics:

+
The “Seed Wars” – the complex world of patent genetic material protection

+
Protecting (or not) non-original databases

+
The debate about geographical Indications (GIs)
  

+
Limits on patenting of life-forms?

+
Limitations and exceptions in copyright law – the three step test

+
The research exception in patent law

+
The dark clouds concerning IP enforcement
Syllabus

I.
The multilateral framework
The Trade-Related Aspects of Intellectual Property [TRIPS] Agreement (1994).  The full citation to TRIPS is:  Final Act Embodying the Results of the Uruguay Round of the Multilateral Negotiations, Marrakesh Agreement Establishing the World Trade Organization, signed at Marrakesh (Morocco), April 15, 1994, Annex 1C, Agreement on Trade-Related Aspects of Intellectual Property Rights (hereinafter TRIPS) in The Results of the Uruguay Round of Multilateral Trade Negotiations - The Legal Text 365403 (GATT Secretariat, ed., 1994), also printed at 33 I.L.M. 81 (1994). [TRIPS Agreement.pdf or TRIPS Agreement.doc]

Selected Articles of the Berne Convention for the Protection of Literary and Artistic Works, last revised at Paris on 24 July 1971 and amended on 28 September 1979. [Berne Convention.pdf]

Selected Articles of the Paris Convention for the Protection of Industrial Property, last revised at Stockholm on 14 July 1967 and amended on 28 September 1979 [Paris Convention.pdf]

Selected Articles of the Understanding on Rules and Procedures Governing the Settlement of Disputes, Annex 2 of the Final Act Embodying the Results of the Uruguay Round of the Multilateral Negotiations, Marrakesh Agreement Establishing the World Trade Organization, signed at Marrakesh (Morocco), April 15, 1994 [Dispute Settlement Understanding.pdf]

II.
Selected Topics

The “Seed Wars” – the complex world of

patent genetic material protection

Review Article 27(3)(b) of the TRIPS Agreement (1994).  
Excerpts from chapters 4 and 5 of Keith Aoki, Seed Wars: Controversies and cases on plant genetic resources and intellectual property, (Carolina Academic Press, forthcoming 2007) 

Protecting (or not) non-original databases

Review Article 10(2) of the TRIPS Agreement (1994).  

Feist Publications, Inc. v. Rural Telephone Service Co., Inc., 499 U.S. 340; 111 S. Ct. 1282; 1991 U.S. LEXIS 1856; 113 L.Ed. 2d 358; 59 U.S.L.W. 4251; 18 U.S.P.Q.2D (BNA) 1275  [FEIST2.doc]

Romme v. Van Dale Lexicografe B.V., Supreme Court of the Netherlands, Judgment of 4 January 1991 [Romme v. Lexicografie.pdf] 
European Union Directive on the Legal Protection of Databases, 96/9/EC, March 11, 1996 [DIRECTIVE 96]

“Discussion draft,”  A bill to prohibit the misappropriation of certain databases, August 28, 2003 [Discussion draft 28 Aug 2003.pdf]

H.R. 3872, A bill to prohibit the misappropriation of databases while ensuring consumer access to factual information, introduced in the U.S. House of Representatives, March 2, 2004 [HR3872asreported.pdf]

British Horseracing Board v. William Hill, European Court of Justice, Judgment of the Court, 9 November 2004 [ECJbhb-judgment2.doc]

Parts 2, 4-6 of Commission of the European Communities, First evaluation of Directive 96/9/EC on the legal protection of databases, DG Internal Market and Services Working Paper, 12 December 2005 [EC DB evaluation_report_en.pdf] [You need only read parts 2, 4, 5, and 6]


The debate about geographical Indications (GIs)
Review Articles 22-24 of the TRIPS Agreement (1994).  

Justin Hughes, Champagne, Feta, and Bourbon – the Spirited Debate about Geographical Indications, 58 Hastings Law Journal  299 (2006).  Please download from http://papers.ssrn.com/sol3/papers.cfm?abstract_id=936362

Articles 1 – 8 of the Lisbon Agreement for the Protection of Appellations of Origin and Their International Registration, of October 31, 1958, revised at Stockholm (July 14, 1967) and as amended as of September 28, 1979 [LISBON AGREEMENT.doc]

Excerpts from Council Regulation (EEC) No. 2081/92 of 14 July 1992 on the protection of geographical indications.  Read Articles 2, 5-8, 12-14.  This regulation has been superceded by amendment, but we are reading these articles to understand the Australia/US claim under TRIPS against the EU. [Council Regulation 2031.pdf]

WTO Dispute Settlement DS174, European Communities – Protection of Trademark and Geographical Indications for Agricultural Products and Foodstuffs, Panel Report Circulated 15 March 2005 [WTO EU GI case 174R.doc].

USDA Foreign Agricultural Service, European Union Trade Policy Monitoring – EU Releases final list of Geographical Indicators for Cancun, August 28, 2003, GAIN Report Number: E23165 [EUListof41.doc]

Budweiser Budvar v. Anheuser Busch, civil case registered as No. 7090 in the General Registry, Appeals Court of Rome, 19 December 2006 [Appeals Court of ROME Eng(2).doc]

The research exception in patent law

Review Articles 27(1), 30, and 31 of the TRIPS Agreement (1994)

pharmaceutical research . . . . .

WTO Dispute Settlement DS114, Canada – Patent Protection of Pharmaceutical Products, Panel Report Circulated March 17, 2000 [Canada – Pharmaceuticals case.pdf]

35 U.S.C. 271(e) [Section 271.doc]

Merck v. Integra Lifesciences, 545 U.S. 193 (2005) [Merck v Integra edited.doc]

Article 10(6) of EU Directive 2004/27/EC of March 2004 

the broader issue . . . . .

Article 27 of the Luxembourg Agreement relating to Community patents, 89/695/EEC, Done at Luxembourg on 15 December 1989 

[Luxembourg community patent Article 27.doc]

Article 69 of the Japan Patent Act

Embrex, Inc. v. Service Engineering Corp., et al, 216 F.3d 1343 (Fed. Cir. 2000)


[EMBREX-V-SERVICE_ENGINEERING.doc]

John M.J. Madey v. Duke University,  307 F.3d 1315 (Fed. Cir. 2002) 
[MADEY-V-DUKE.doc]
Henrik Holzapfel and Joshua D. Sarnoff, A Cross-Atlantic Dialog on Experimental Use and Research Tools, edited version (forthcoming publication in IDEA)


[Holzapfel and Sarnoff EDITED.doc]

Limitations and exceptions in copyright law

– the three step test

Review Article 13 (as well as Articles 17, 26, and 30) of the TRIPS Agreement (1994).  

WTO Dispute Settlement DS160, United States – Section 110(5) of the Copyright Act, Panel Report Circulated 15 June 2000.

Excerpts from Susy Frankel, WTO Application of "the Customary Rules of Interpretation of Public International Law" to Intellectual Property, 46 Virginia Journal of International Law 365 (2006) [FRANKEL edited-46 Virginia Int’l L J 365.doc]
The dark clouds concerning IP enforcement
Review Articles 41, 42-45, 50, and 61 of the TRIPS Agreement (1994).  

WTO Dispute Settlement DS83, Denmark – Measures Affecting the Enforcement of Intellectual Property Rights, Request for Consultations by the United States, WT/DS83/1, 21 May 1997 [Denmark – Request for Consultations.doc].

WTO Dispute Settlement DS83, Denmark – Measures Affecting the Enforcement of Intellectual Property Rights, Notification of Mutually Agreed Solution, WT/DS83/2, 13 June 2001 [Denmark – Notification of Solution.doc].

WTO Dispute Settlement DS125, Greece – Enforcement of Intellectual Property Rights for Motion Pictures and Television Programs,  Request for Consultations by the United States, WT/DS125/1, 7 May 1998 [Greece – Request for Consultations.doc].

WTO Dispute Settlement DS125, Greece – Enforcement of Intellectual Property Rights for Motion Pictures and Television Programs,  Notification of Mutually Agreed Solution, WT/DS125/2, 26 March 2001 [Greece – Notification of Solution.doc].

WTO Dispute Settlement DS362, China – Measures Affecting the Protection and Enforcement of Intellectual Property Rights, Request for Establishment of a Panel by the United States, WT/DS362/7, 21 August 2007 [China – Request for Panel.doc] [as well as various Requests to join the consultations – Canada, Mexico, Japan, European Union]
Limits on patenting of life-forms?

Review Article 27 of the TRIPS Agreement (1994).  
Harvard College v. Canada (Commissioner of Patents), Supreme Court of Canada, 2002 Can. Sup. Ct. LEXIS 86; 2002 SCC 76, decision of 21 May 2002.

Oncomouse/HARVARD O.J. E.P.O. 1989, 451; T19/90 Oncomouse/HARVARD O.J. E.P.O. 1990, 476; Oncomouse/HARVARD O.J. E.P.O 1992, 588. See also Press Release, European Patent Office, Public Oral Proceedings in the Appeal Case T315/03 Relating to the "Oncomouse/Harvard" patent EP 0169672 (July 2, 2004), http://www.european-patent-office.org/news/pressrel/2004_07_02&uscore;e.htm. 

European Union, Council Directive 98/44/EC on the Legal Protection of Biotechnological Inventions, 1998 O.J. (L 213) 13 [hereinafter European Biotechnology Directive]

Excerpts from Margo A. Bagley, Patent First, Ask Questions Later: Morality and Biotechnology in Patent Law, 45 William and Mary Law Review 469 (2003)

Possible reading

Robert P. Merges, Intellectual Property in Higher Life Forms: The Patent System and Controversial Technologies,47 Maryland Law Review 1051 (1988). 
# # # # 

PURELY OPTIONAL BACKGROUND READING





Justin Hughes, How Extra-Copyright Protection of Databases Can be Constitutional, 43 U. Dayton L. Rev. 159 (2003), available for download at  http://papers.ssrn.com/sol3/papers.cfm?abstract_id=468740





Optional reading – very good and I might discuss some:





Katherine Strandburg, What does the Public Get?  Experimental Use and the Patent Bargain, 2004 Wis. L. Rev. 81 (2004)








d-02AdvancedTopicsSEM-syllabusV4.doc/International IP/page 6

